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DETAILED ACTION 

This office action is responsive to amendment filed on 1/26/2009. 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
1/26/2009 has been entered. 

Response to Amendment 

The examiner has acknowledged the amended claims 13-19 and new claim 20. 
The objections to claims 18 and 19 have been corrected and withdrawn accordingly. 
Response to Arguments 

Applicant's arguments, see pages 7-12, filed 1/26/2009, with respect to the 
rejection(s) of claim(s) 1-20 under 35 USC § 103(a) have been fully considered and are 
persuasive. Therefore, the rejection has been withdrawn. However, upon further 
consideration, a new ground(s) of rejection is made in view of Heyen et al. 

Applicant's arguments, see page 7, with respect to "claims 13-19, as amended, 
fulfill all the requirements of 35 USC § 101", is not persuasive. Claims 13-19 recite the 
limitation of " tangible computer readable medium..." that is described in page 34, 
second paragraph of the original specification as "a "computer-readable medium" can 
be any means that can contain, store, communicate, propagate, or transport the 
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program for use by or in connection with the instruction execution system, apparatus, or 
device. The computer-readable medium can be, for example but not limited to, an 
electronic, magnetic, optical, electromagnetic, infrared, or semiconductor system, 
apparatus, device, or propagation medium." As such, the claims would fairly suggest to 
one of ordinary skill signals or other forms of propagation and transmission media to be 
an appropriate manufacture under 35 USC 101 in the context of computer-related 
inventions. The newly added term " tangible " does not exclude signals or other forms of 
propagation and transmission media. The examiner suggests separating computer- 
readable storage medium from computer-readable propagation/transmission medium in 
the specification, and using "computer-readable storage medium" in the claims. 
Claim Rejections - 35 USC § 101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

2. Claims 13-19 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

Claims 13-19 recite the limitation of " tangible computer readable medium..." that 
is described in page 34, second paragraph of the original specification as "a "computer- 
readable medium" can be any means that can contain, store, communicate, propagate, 
or transport the program for use by or in connection with the instruction execution 
system, apparatus, or device. The computer-readable medium can be, for example but 
not limited to, an electronic, magnetic, optical, electromagnetic, infrared, or 
semiconductor system, apparatus, device, or propagation medium." As such, the 
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claims would fairly suggest to one of ordinary skill signals or other forms of propagation 
and transmission media to be an appropriate manufacture under 35 USC 101 in the 
context of computer-related inventions. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1-7, 9-18, and 20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hickey et al. (US 2002/0087646 A1, hereinafter Hickey), in view of 
Heyen et al. (US 5,093,918, hereinafter Heyen). 

Regarding claim 1 , Hickey teaches a communication system comprising: 

a client-side group email folder accessible by each user in a predefined group 
of users (FIG. 3 and para. 0037); and 

a group email message in the client-side group email folder, the group email 
message having an indicator configured to indicate whether the corresponding group 
members have acted upon the group email message, wherein the group email 
message is stored in a common database such that users of the group have access 
to the group email message via the database (FIG. 3 and para. 0010, 0021, 0043, 
0057). 

Hickey discloses substantially all the limitations including the idea that users will 
each typically have an individual mailbox as well as access to group electronic 
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mailbox. Users can electronically communicate with one another by exchanging e- 
mail messages over the network through individual e-mail mailboxes and group 
electronic mailbox 25 (see FIG. 2 and para. 0036). However, Hickey fails to disclose 
specifically that each user in the predefined group has an indicator (instead of one 
indicator for the group), and the option to view at least one user-specific email, the 
user-specific email being different than the group email message. Heyen discloses a 
method for providing a user dependent status indication for shared electronic mail 
objects within a distributed computing system. Heyen further discloses an attribute 
list that is associated with each electronic mail object which may contain multiple 
sets of attributes, each set associated with a group of recipients, a subgroup of 
recipients or an individual end user having access to that electronic mail object. 
Thereafter, the activities of each end user are utilized to modify each attribute list 
associated with that end user. An end user may then periodically determine and 
display the status of an individual mail object with regard to the entire group of 
recipients, a subgroup of recipients or an individual end user (see abstract and 
column 2 line 61 through column 3 line 58). It would be obvious to one skilled in the 
art at the time of the invention was made to incorporate Heyen's teaching into 
Hickey's method for the purpose of supporting a user's group and private email 
status indications by defining three different view profiles (public, group, and private), 
thereby providing user-specific email being different than the group email message 
and a user dependent status indication suitable for utilization with shared electronic 
mail objects (i.e., group email folder) (see column 1, lines 41-44). 
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Regarding claim 2, Hickey teaches the system of claim 1 , wherein each indicator 
comprises a first setting, the first setting indicating that the group email message has 
not been acted upon by the corresponding user (para. 0079, New). 

Regarding claim 3, Hickey teaches the system of claim 2, wherein each indicator 
further comprises a second setting, the second setting indicating that the group 
email message has been acted upon by the corresponding user (para. 0043, acted 
upon information.). 

Regarding claim 4, Hickey teaches the system of claim 1, wherein each indicator 
is further indicative of whether the corresponding user has selected the group email 
message (para. 0063, first column 143A). 

Regarding claim 5, Hickey teaches the system of claim 1 , wherein each indicator 
is further indicative of whether the corresponding user has opened the group email 
message (para. 0079, Read, Answered, Moved, etc.). 

Regarding claim 6, Hickey teaches the system of claim 1 , further comprising a 
second indicator indicative of whether the corresponding user has deleted the group 
email message (para. 0078, lines 12-20 and para. 0079, lines 1-3). 

Regarding claim 7, Hickey teaches the system of claim 1 , further comprising 
means for indicating whether a user has deleted the group email message (para. 
0078, lines 12-20 and para. 0079, lines 1-3). 
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Regarding claim 9, Hickey teaches the system of claim 1 , wherein each user 
represents a unique individual (para. 0051, lines 6-9). 

Regarding claim 10, Hickey teaches a communication method comprising: 
providing indicators in a group email message, the group email message 
being located in an inbox, each indicator corresponding to one of the users in a 
predefined group of users, each indicator having a setting, each indicator configured 
to indicate whether the corresponding user has acted upon the group email 
message (para. 0060, step 138 and para. 0061, step 140); and 

changing the setting of one indicator in response to the email message being 
acted upon by its corresponding user (para. 0064), wherein the group email 
message is stored in a common database such that users of the group have access 
to the group email message via the database (FIG. 3 and para. 0010, 0021, 0043, 
0057). 

Hickey discloses the claimed invention except for the option to view at least one 
user-specific email, the user-specific email being different than the group email 
message. However, Hickey also teaches that users will each typically have an 
individual mailbox as well as access to group electronic mailbox. Users can 
electronically communicate with one another by exchanging e-mail messages over 
the network through individual e-mail mailboxes and group electronic mailbox 25 
(see FIG. 2 and para. 0036). It would therefore be obvious to one of ordinary skill in 
the art at the time of the invention was made to combine Hickey's teachings for the 
purpose of avoiding the hassle of jumping between group email messages and user- 
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specific email messages by providing an email interface for providing the group 
email message and an option to view at least one user-specific email, the user- 
specific email being different than the group email message, thereby providing a 
more user-friendly and more productive environment. 

Regarding claim 1 1 , Hickey teaches the method of claim 1 0, wherein providing 
indicators comprises providing read indicators, each read indicator corresponding to 
one user in a predefined group of users, each read indicator being configured to 
indicate whether its corresponding user has read the email message (para. 0079, 
Read). 
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Regarding claim 12, Hickey teaches the method of claim 10, wherein providing 
indicators comprises providing delete indicators, each delete indicator corresponding 
to one user in a predefined group of users, each delete indicator being configured to 
indicate whether its corresponding user has deleted the email message, each delete 
indicator being configured to indicate whether its corresponding user has deleted the 
email message (para. 0078, lines 12-20 and para. 0079, lines 1-3). 
Claim 13 is of the same scope as claim 10. It is rejected for the same reason as 
for claim 10. 

Claim 14 is of the same scope as claim 11. It is rejected for the same reason as 
for claim 11. 

Claim 15 is of the same scope as claim 12. It is rejected for the same reason as 
for claim 12. 

Claim 16 is of the same scope as claim 4. It is rejected for the same reason as 
for claim 4. 

Claim 17 is of the same scope as claim 5. It is rejected for the same reason as 
for claim 5. 

Claim 18 is of the same scope as claim 7. It is rejected for the same reason as 
for claim 7. 

Claim 20 is of the same scope as claim 1 2. It is rejected for the same reason as 
for claim 12. 

5. Claims 8 and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hickey, in view of Stark et al. (US 2003/0233420 A1 , hereinafter Stark). 
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Regarding claim 8, Hickey teaches the system of claim 1 , but fails to disclose 
wherein the indicator is an extensible markup language (XML) tag corresponding to 
a user in the predefined group. However, Stark shows embedded XML tags that 
describe certain attributes of messages [Page 3, Para. 0035]. It would therefore be 
obvious to one of ordinary skill in the art at the time of the invention to incorporate 
the teaching of Stark into Hickey's system to use XML tag for the indicator 
corresponding to a user in the predefined group. The motivation would be taking the 
advantage of the widely accepted language of e-commence (XML). 

Claim 19 is of the same scope as claim 8. It is rejected for the same reason as 
for claim 8. 

Conclusion 

Examiner's Note: Examiner has cited particular columns and line numbers in 
the references applied to the claims above for the convenience of the applicant. 
Although the specified citations are representative of the teachings of the art and are 
applied to specific limitations within the individual claim, other passages and figures 
may apply as well. It is respectfully requested from the applicant in preparing 
responses, to fully consider the references in entirety as potentially teaching all or part 
of the claimed invention, as well as the context of the passage as taught by the prior art 
or disclosed by the Examiner. 

In the case of amending the claimed invention, Applicant is respectfully 
requested to indicate the portion(s) of the specification which dictate(s) the structure 
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relied on for proper interpretation and also to verify and ascertain the metes and bounds 
of the claimed invention. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael C. Lai whose telephone number is (571) 270- 
3236. The examiner can normally be reached on M-F 8:30 - 5:00 EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ario Etienne can be reached on (571 ) 272-4001 . The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Michael C. Lai 
9FEB2009 
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